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DETAILED ACTION 
Election/Restrictions 

1. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1 through 6 and 13 through 18, drawn to a method of forming a 
laminating layer, classified in class 156, subclass 249. 

II. Claims 7 through 12 and 19 through 27, drawn to an apparatus for 
providing a laminating layer, classified in class 156, subclass 556. 

2. The inventions are distinct, each from the other because of the following reasons: 
Inventions I and II are related as process and apparatus for its practice. The 

inventions are distinct if it can be shown that either: (1) the process as claimed can be 
practiced by another and materially different apparatus or by hand, or (2) the apparatus 
as claimed can be used to practice another and materially different process. (MPEP § 
806.05(e)). In this case, the apparatus as claimed can be used to practice another and 
materially different process which requires a front edge peeling off means. 

3. Because these inventions are independent or distinct for the reasons given above 
and there would be a serious burden on the examiner if restriction is not required 
because the inventions require a different field of search (see MPEP § 808.02), 
restriction for examination purposes as indicated is proper. 

4. This application contains claims directed to the following patentably distinct 
species: 

A: Claims 1 through 6 includes process steps of transferring a laminated layer 
and peeling off a base material. 
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B: Claims 7 through 12 includes carrying means for a laminated layer, 
transferring means for a laminated layer, and front and rear edge peeling off 
means for a base material. 

C: Claims 13 through 18 includes process steps of transferring a laminated layer, 
peeling off a base material from the rear edge, peeling off a base material from 
the front edge, and rewinding edge portion of the peeled laminating layer. 
D: Claims 19 through 27 includes carrying means for a laminated layer, 
transferring means for a laminated layer, front and rear edge peeling off means 
for a base material., and rewinding and carrying means for rewinding the peeled 
laminating layer. 

5. Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is 
finally held to be allowable. Currently, claims 1 through 12 are generic. 

6. Applicant is advised that a reply to this requirement must include an 
identification of the species that is elected consonant with this requirement, and a listing 
of all claims readable thereon, including any claims subsequently added. An argument 
that a claim is allowable or that all claims are generic is considered nonresponsive 
unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which depend from or otherwise require all the 
limitations of an allowable generic claim as provided by 37 CFR 1.141. If claims are 
added after the election, applicant must indicate which are readable upon the elected 
species. MPEP § 809.02(a). 
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7. Scott Malpede on September 18, 2006 made a provisional election via telephone 
with traverse to prosecute the invention of Group 1, Species A, claims 1 through 6. 
Affirmation of this election must be made by applicant in replying to this Office action. 
Claims 7 through 27 are withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 

8. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.17O). 

Drawings 

9. The drawings are objected to under 37 CFR 1.83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the laminated layer of 
claims 1 through 6 must be shown or the feature(s) canceled from the claim(s). No new 
matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
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consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, the 
applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 
10. The drawings are objected to under 37 CFR 1.83(a) because they fail to show a 
peeled off printed object (2b") in Figure 2C as described in the specification (page 27, 
lines 9-10). The figure does not show the layer referred to as 2b" to be a portion of a 
peeled off object. Any structural detail that is essential for a proper understanding of 
the disclosed invention should be shown in the drawing. MPEP § 608.02(d). Corrected 
drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to the Office 
action to avoid abandonment of the application. Any amended replacement drawing 
sheet should include all of the figures appearing on the immediate prior version of the 
sheet, even if only one figure is being amended. The figure or figure number of an 
amended drawing should not be labeled as "amended." If a drawing figure is to be 
canceled, the appropriate figure must be removed from the replacement sheet, and 
where necessary, the remaining figures must be renumbered and appropriate changes 
made to the brief description of the several views of the drawings for consistency. 
Additional replacement sheets may be necessary to show the renumbering of the 
remaining figures. Each drawing sheet submitted after the filing date of an application 
must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, the 
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applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Specification 

11. Applicant is reminded of the proper language and format for an abstract of the 
disclosure. 

The abstract should be in narrative form and generally limited to a single 
paragraph on a separate sheet within the range of 50 to 150 words. It is important that 
the abstract not exceed 150 words in length since the space provided for the abstract on 
the computer tape used by the printer is limited. The form and legal phraseology often 
used in patent claims, such as "means" and "said," should be avoided. The abstract 
should describe the disclosure sufficiently to assist readers in deciding whether there is 
a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information 
given in the title. It should avoid using phrases which can be implied, such as, "The 
disclosure concerns," "The disclosure defined by this invention," "The disclosure 
describes," etc. 

Claim Rejections - 35 USC § 112 

12. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

13. Claim 4 is rejected under 35 U.S.C. 112, first paragraph, because the specification, 
while being enabling for peeling a front edge of a printed object, does not reasonably 
provide enablement for peeling a front edge prior to peeling a rear edge. The 
specification does not enable any person skilled in the art to which it pertains, or with 
which it is most nearly connected, to make the invention commensurate in scope with 
these claims. In describing the method, Applicant's specification and drawings employ 
rollers 7a, 7b, and 7c to peel off the rear edge of a printed object and then employs 
rollers 8a and 8b to peel off the front edge of a printed object; it is clearly seen that 
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peeling of the front edge cannot occur prior to peeling the rear edge according to the 
Applicant (see Figures 1, 2B, 3B and 6B; page 16, line 8-21). 

Claim Rejections - 35 USC §102 

14. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

15. Claim 1 is rejected under 35 U.S.C. 102(b) as being unpatentable by Stuart (US 
3,985,602). 

Stuart teaches laminating a printed imaged layer (20) with a transparent 
thermoplastic layer backed by a heat resistive paper backing (14) and peeling by the 
edge on the rear surface (abstract; Figures 1 through 3). 

Claim Rejections - 35 USC §103 

16. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 



Application/Control Number: 09/635,352 Page 8 

Art Unit: 1734 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the 

various claims was commonly owned at the time any inventions covered therein were 

made absent any evidence to the contrary. Applicant is advised of the obligation under 

37 CFR 1.56 to point out the inventor and invention dates of each claim that was not 

commonly owned at the time a later invention was made in order for the examiner to 

consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 

prior art under 35 U.S.C. 103(a). 

17. Claims 1, 2, 3, 4, and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Okada et al. (WO00/15354) in view of Kay (WO 93/15914). 

With respect to claim 1, Okada et al. teach laminating a printed substrate (k) to a 
continuous laminate film (1) comprising a base film (m) and transfer layer (e). The base 
film is peeled off the rear end part of each substrate by a lamination roll in the direction 
it is being conveyed (Independent Claims, part (i); Drawings 8 and 11). 

Although Okada et al. do not specifically disclose using a heat resistive base film, 
however, it is inherent that the base film is heat resistive as it maintains its' condition as 
it passes through heated members through the lamination process (Independent 
Claims, part (iii)). 

Also, Okada et al. do not specifically teach a transfer layer to be transparent. Kay 
teaches a transparent transfer layer to laminated on a printed substrate (abstract; page 
11, lines 9-11). It would have been obvious for Okada et al. to laminate with a 
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transparent layer as Kay taught and would have been motivated to do so to provide a 
protective layer for a substrate, in which one is still able to view the substrate. 

With respect to claim 2, Okada et al. teach peeling a base film from the front edge 
of a substrate (Independent Claims, part (i)). 

With respect to claims 3 and 4, Okada et al. teach a peeling arrangement that can 
initiate at point S, where a rear edge is peeled off, or point P, where a front edge is 
peeled off and positioning a peeling guide roller (12) accordingly (Drawings 8 and 9) 

With respect to claim 6, Okada et al. teach using a continuous laminate (1) in a 
lamination process (Drawing 1). 

18. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Stuart as 
applied to claim 1 above, and further in view of Fournier et al. (US 5,320,698) 

The teachings of claim 1 by Stuart are as described above. 

Stuart does not specifically teach a deformation made in a composite of a base 
material, transfer layer, and printed imaged layer. Fournier et al. taught cutting a 
laminate through a face sheet and release liner, and then separating the face sheet from 
the release liner (column 1, lines 47-54; Figure 2). 

It would have been obvious for Stuart to teach making a deformation, such as 
cutting, to a composite laminate as Fournier et al. taught and would have been 
motivated to do so to make peeling of a base material or backing easier to achieve. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sonya Mazumdar whose telephone number is (571) 272- 
6019. The examiner can normally be reached on 8AM-4:30PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christopher Fiorilla can be reached on (571) 272-1187. The fax phone 
number for the organization where this application or proceeding is assigned is 571-273- 
8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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SUPERVISORY PATENT EXAMINER 



